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Application Papers 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

2. Claims 1, 2, 5-12, 18, and 20-29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U. S. Patent No. 5,720,287 to Chapelon et al. in view of U. S. 
Patent No. 5,471,988 to Fujio et al. 

3. Regarding Claim 1 and 20-29, Chapelon teaches a device for mini-invasive 
ultrasound treatment of an object, wherein at least one therapeutic ultrasound 
transducer is arranged for treatment of the object by generating an ultrasonic field; 
wherein the therapeutic ultrasound transducer comprises an elongated probe defining a 
longitudinal direction and being adapted to be introduced into the body towards the 
object to be treated and which probe comprises a front portion adapted to be located at, 
against or in the object (Abstract and Fig. 5 element 46); and wherein said probe 
comprises at least one transmitter element for generating said ultrasonic field and for 
transmitting the ultrasonic field through the front portion, wherein said transmitter 
element is arranged in a rear portion behind the front portion of the probe seen in the 
longitudinal direction (Fig. 5 elements 45 and 46). 
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4. Chapelon does not expressly teach heat therapy and wherein said front portion is 
configured to be thermally insulating, whereby the transmitter element does not heat or 
substantially not heat the front portion during operation. 

5. Fujio teaches heat therapy (Col. 14 lines 28-35 and Claim 66) and wherein said 
front portion is configured to be thermally insulating, whereby the transmitter element 
does not heat or substantially not heat the front portion during operation (Col. 45 lines 9- 
17). 

6. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Chapelon with a setup to use heat therapy to treat tissue as taught 
by Fujio, since such a setup is well known in the art for treatment of tumors, HIFU 
treatment are very efficient in treating tumors, and moreover Chapelon teaches therapy 
using ultrasound, and Figure 14 of Chapelon suggests HIFU therapy, but is not 
expressly mentioned in the specifications. Moreover different ultrasound treatments are 
known to be performed using ultrasonic probes as such its obvious to combine them. 

7. Regarding Claims 2 and 5, Chapelon teaches the use of a focusing device for 
focusing the ultrasound generated by the transmitter element. (Fig. 4 element 46) 

8. Regarding Claim 6, Chapelon teaches a lens to focus ultrasound waves (Col. 5 
lines 40-42). 

9. Regarding Claims 7, and 9-11, Fujio teaches X-ray and CT imaging for 
determining position of the target region (Claims 17). 

10. Regarding Claim 8, Fujio teaches the use of marker (Claim 8). 



Application/Control Number: 10/500,814 Page 4 

Art Unit: 3768 

1 1 . Regarding Claim 12, Fujio teaches the use of an Xray camera or an MRI 
scanner to take images of the target region (claims 17 and 18). 

12. Regarding Claims 18, and 25-29, Fujio device is capable of performing the 
functions in any part of the body as the system is not limited by the area of the body. 
Since the structure of the device remains unchanged it meets the functional limitations 
of these claims. 

13. Claims 13-17 and 19, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chapelon and Fujio in view of U. S. Publication No. 
2005/0020918 to Wilk et al. 

14. Regarding claims 13, 14, and 17, Chapelon and Fujio teach all of the above 
claimed limitations but do not expressly teach the use of a CT Scan system for optical 
navigation. 

1 5. Wilk teaches the use of a CT scan system for optical navigation. (Abstract) 

16. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Chapelon and Fujio with an CT navigation device as taught by Wilk 
since such a setup would result in a location system which would precisely locate the 
tissue/target region to be treated/ablated as the precision and quality of images in CT is 
much more greater than that of x-ray. 

1 7. Regarding Claim 1 6, use of metallic tantalum balls are well known within the X- 
ray arts and it would have been obvious to use them to mark or reference. 
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18. Regarding Claims 15 and 19, Fujio device is capable of performing the functions 
in any part of the body as the system is not limited by the area of the body. Since the 
structure of the device remains unchanged it meets the functional limitations of these 
claims. 

19. Regarding Claim 16, Fujio teaches the use of markers, and tantalum balls are a 
kind of markers, as such are obvious variants (claim 8). 

20. Claims 8 and 16, are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chapelon and Fujio in view of U. S. Publication No. 2005/0020918 to Wilk et al. 
further in view of U. S. Patent No. 6,370,418 to Bernoski. 

21 . Regarding Claims 8 and 16, Chapelon, Fujio, and Wilk teaches all of the above 
claimed limitations but do not expressly teach the use of tantalum balls as markers. 

22. Bernoski teaches the use of tantalum balls as markers (Col. 4 lines 10-14). 

23. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Chapelon, Fujio and Wilk with tantalum balls as markers as taught 
by Bernoski, since the use of markers would help locate the target region. Moreover use 
of tantalum balls as markers are known in the art. 

Response to Arguments 

24. Applicant's arguments filed 05/10/2010 have been fully considered but they are 
not persuasive. Applicants arguments with respect to claims 3 and 4 have been 
considered and are persuasive as such the rejection with respect to claims 3 and 4 
have been withdrawn. 
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25. Applicant argues that none of the references teach that the transmitter element 
does not substantially heat the front portion during operation. Examiner would like to 
point out that substantially is a broad term as such any ultrasonic heat treatment device 
can be considered to not substantially heat the device, since it is a relative term. As 
such the rejection is maintained and is made Final. 



Allowable Subject Matter 

26. Claims 3 and 4 objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 



Conclusion 

27. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

28. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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29. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SANJAY CATTUNGAL whose telephone number is 
(571)272-1306. The examiner can normally be reached on Monday-Friday 9-5. 

30. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Long Le can be reached on (571 ) 272-0823. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

31 . Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/SANJAY CATTUNGAL/ 
Examiner, Art Unit 3768 

/Long V Le/ 

Supervisory Patent Examiner, Art Unit 3768 



